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What Can IP Protection Do?

• Block competition

• Build/protect brand

• Obtain a monopoly/boost profit margins

• Build value for investment or exit
• sold or licensed for profit
• drives innovation

Business
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Copyrights
Protect Your Original Work of 

Authorship

Trade Secrets
Protect a process or formulation 

known only to you from disclosure 
to competitors

Patents
Protect machines, manufactured 
articles, compositions of matter, 

processes, ornamental designs for 
objects, plants

Trademarks
Protect a Brand for Goods and 

Services

Forms of IP Protection
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Where Do IP Rights Come From?
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The US Constitution – since the beginning!

Article I, Section 8, Clause 8 – the Patent and Copyright Clause

Granted Congress the power:
"To promote the progress of science and useful arts, 

by securing for limited times to authors and inventors the 
exclusive right to their respective writings and discoveries."
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What Is a Patent?
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Limited-term governmental grant of a monopoly

Prevents others from practicing an invention by:
Making / using / selling / offering for sale / importing

Valid only in the country of issuance

BUT NOTE – it is NOT a right to practice the invention 
– a license may be required from another 

patent owner
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US D671,558

US D604,305

US D618,677

Design Patent Protection

US D728,624
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Utility Patents

• For:
• new process, machine, article of 

manufacture, or composition of matter

• Protects:
• how something works and/or 
• how it is made
• NOT how something looks (design patent)

• Most common form of U.S. patent
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Utility 
Patent
Protection
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Patent Requirements
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• Must meet the legal standard
• new
• useful
• non-obvious

• Must not have forfeited opportunity 
for patent rights
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Trademarks
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• What is a Trademark? 
• Any word, name, symbol, or device used to identify and distinguish goods 

from those manufactured or sold by another and to indicate their source
• Trademark rights arise from use
• Trademarks may be registered for enhanced right

• Registration rights are territorial
• Consider U.S. and abroad

• No limitation on term
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Purpose of a Trademark
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• To distinguish goods and services from those of others

• To provide quality assurance to consumers

• To create business goodwill and brand awareness
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Traditional Trademarks
• Words

• Logos

• Taglines

Apple

Think Different

Netflix

What’s Next
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Nontraditional 
Trademarks

• Sound

• Color

• Scent

• Design
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U.S. Reg. No. 4,811,604

U.S. Reg. No. 4,811,606 U.S. Reg. No. 4,651,889
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Trade Dress Registration
U.S. Reg. No. 4,277,914U.S. Reg. No. 3,470,983
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What Is a Copyright?
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Copyright protects works of authorship that are:

Fixed in any tangible form or medium of expression.

Original in the sense that they are:
•Independently created by the author (or authors).
•At least minimally creative.
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Who is the "Author" of a Copyrighted Work?
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The "author" may be 
one person, or 
two or more persons (jointly owned by its authors).

For a "work made for hire," 
the employer is the initial owner of the copyright 

unless agreed differently in a signed writing.
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Works Protected by Copyright
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• Literary works 
• books, periodicals, manuscripts, film, tapes and computer programs

• Pictorial, graphic and sculptural works 
• fine, graphic and applied art and art reproductions, photographs, prints, maps, models 

and technical drawings

• Motion pictures, video games and other audiovisual works

• Architectural works
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Add Value using IP

• Key asset base of S&P 500 is intangible assets/IP
• 1982 – 38% of market value
• 2004 – 90% of market value

• Survey of CEOs/CFOs
• 94% - managing intangible assets is important
• 37% - 1 of their top 3 issues
• 13% - most important issue

• Successful companies are leveraging IP
• 1990 - $18 billion in annual licensing revenues
• 1998 - $100 billion
• 2005 - $500 billion
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What This Means . . .
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Companies that use IP for strategic purposes will 
surpass those that do not
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Engineering Consulting
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The Law 

- Favors creators/innovations

- Rewards creators/innovators with IP ownership

The Client’s Expectations

- Client is introducing you into their business/technology

- Client has proprietary/technical information
- Client wants you to keep that information 

secret/confidential

- Claim may want you to help them develop their 
technology/business

- Client wants to own any inventive contribution you may 
make
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Confidentiality Agreement
Non-Disclosure Agreement
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1- Can Be Mutual or One-sided

2- Don’t be fooled by the title – read it!

- how is “confidential information” defined?

- non-disclosure obligations?

- non-use obligations?

- term?

- understand exceptions

- understand permitted disclosures
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(i) information publicly known or in the public domain prior to 
the time of disclosure, 

(ii) information publicly known and made generally available 
after disclosure through no action or inaction of the 
recipient, 

(iii) information already in the possession of recipient, without 
confidentiality restrictions, 

(iv) information obtained by the receiver from a third party 
without a breach of confidentiality, and 

(v) information independently developed by the recipient. 
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TYPICAL EXCEPTIONS TO CONFIDENTIALITY
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Why read NDAs?
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Entering into an NDA increases the risk that you may face charges of 
trade secret misappropriation if you develop similar information in the 
future or inadvertently disclose or use the confidential information.

If you are applying your own confidential information, you need a 
MUTUAL NDA
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Consulting Agreements

Slide / 28  F I S H E R B R O Y L E S . C O M

As a Consultant, YOU WANT a Consulting Agreement

• outlines the exact terms of the agreement 
• avoids confusion
• protects your interests
• ensures you will be paid
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Relationship Roadmap

Slide / 29  F I S H E R B R O Y L E S . C O M

 Identify Consultant and Customer 
 Terms of Service/Termination
 Compensation Details
 Confidentiality Obligations
 Independent Contractor Status
 Governing Law 
 Entire Agreement 
 Notices 
 Signatures
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Key Terms – Intellectual Property Rights
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 Who will own any work product that is created?
 Generally, all work product and any IP created belongs to the client

 Any exceptions should be clearly identified
 Consultant Agreement can assign ownership rights to either party.
 Consultant typically agrees to sign all documents necessary for client to protect the IP

 Pre-existing Consultant IP can be recognized/protected/excepted
 Sometimes a license to use Consultant IP is granted to a limited extent

P R E S E N T E R :   Greg Bernabeo



F I S H E R B R O Y L E S . C O M

Key Terms – Non-Competition
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 Terms that prevent the consultant from directly competing with the client for a 
specific period of time

 Must be reasonable in time/field/geographic scope – can’t restrict you from having 
a reasonable job
 “reasonable” scope can vary by state

 Negotiate terms if unreasonable/unworkable
 Highly fact/situation-dependent
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Key Terms – Non-Solicitation
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 Terms that prevent the consultant from soliciting customers of the client

 Can’t “either directly or indirectly, call on, solicit, take away or attempt to do any of 
the such that pertains to any of the customers or clients of the Client on whom the 
Consultant called, contacted or may have become acquainted with during the 
fulfillment of the terms of this Agreement, either for their own benefit or for the 
benefit of any other individual, firm, corporation or organization.”

 Should be reasonable in time scope - negotiate
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Key Terms – Non-Recruit
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 Terms that prevent the consultant recruiting employees of the client

 “The Consultant shall not throughout the duration of this Agreement and for a period of 
year(s) immediately following the termination of this Agreement, either directly or indirectly, 
recruit any of the Client's employees, customers, clients or management for the purpose of 
any outside business.”

 Should be reasonable in time scope - negotiate
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Key Terms – Return of Records
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 Terms that govern handling of confidential/proprietary information

 “Upon the termination of this Agreement, the Consultant shall deliver any and all records, 
notes and data of any nature which may be in the possession of the Consultant or may be 
under the control of the Consultant and of which are and shall remain the property of and 
relate to the Client's business.”

 Should be reasonable and practical - negotiate
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READ, READ, READ . . . . 
• AGREEMENT TERMS ARE COMMITMENTS

• NOT BOILERPLATE – NOT STANDARD

• NEGOTIATE IF NEEDED

• UNDERSTAND AND KEEP TRACK OF YOUR OBLIGATIONS
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THE BOTTOM LINE



F I S H E R B R O Y L E S . C O M

Gregory

F I S H E R B R O Y L E S   P A R T N E R

610.647.2850
greg.bernabeo@fisherbroyles.com
fisherbroyles.com

P H I L A D E L P H I A   O F F I C E

Bernabeo

Thank You
Questions?

Slide / 36


